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Opi ni on by Hanak, Adm nistrative Tradenark Judge:

In May 2000 R E. Wittaker Conpany, Inc. (petitioner)
filed three separate petitions seeking to cancel three
regi strations owned by Crystal Magic, Inc. (respondent).
On August 16, 2001 this Board issued an order consolidating
the three cancell ation proceedings stating that “the cases
i nvol ve the sane parties and common issues of |aw and
fact.”

Cancel I ati on No. 30,339 invol ves respondent’s nark

CRYSTAL MAGQ C depicted in typed draw ng form and regi stered
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for “carpet cleaning preparations, nanely, cleaners for
removi ng spots on carpets and carpet extraction cleaners.”
This Registration No. 2,247,086 issued on May 25, 1999.
Cancel | ati on No. 30, 370 invol ves respondent’s mark
CRYSTALLI NE regi stered in typed drawing formfor “dry
cleaning fluids for cleaning of carpets.” This

Regi stration No. 2,127,697 issued on January 6, 1998.
Finally, Cancellation No. 30,519 involves respondent’s nmark
CRYSTAL-EX registered in typed drawing formfor “chem ca
preparations for extracting noisture fromcarpets.” This
Regi stration No. 2,109,776 issued on COctober 28, 1997.

The three cancellation petitions are essentially
identical. They allege that conmenci ng on February 14,
1992 petitioner has used throughout the United States the
mar k CRYSTAL DRY in connection with a carpet cleaning
product. Continuing, the petitions allege that each of
regi strant’s marks (CRYSTAL MAGQ C, CRYSTALLI NE and CRYSTAL-
EX) so resenble “petitioner’s mark, as to be likely, when
used in connection with the products of registrant, to
cause confusion, or cause m stake or to deceive because the
public is likely to believe that registrant’s products have
their origin with petitioner or that such products are
approved, endorsed or sponsored by petitioner or associated

in sonme way with petitioner.” (Petitions paragraphs 6).
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Wil e petitioner has not nmade specific reference to Section
2(d) of the Trademark Act, it is clear that this is the
basis for each of the petitions.

Respondent filed answers which denied the pertinent
all egations of the petitions. Both parties filed briefs.
Nei t her party requested an oral hearing.

The record in this case is summari zed at pages 4 to 6
of petitioner’s brief. At page 1 of its brief, respondent
states that it “hereby incorporates [petitioner’s]
description of the record.” This record includes the
depositions (with exhibits) of Richard E. Wittaker
(petitioner’s vice-president) and Gregory DeWerff (the
owner of respondent). |In addition, the record includes a
copy of petitioner’s Registration No. 1,770,989 for the
mar k CRYSTAL DRY for “carpet cleaning conpound for
comercial and/or industrial carpet cleaning.” This
registration issued on May 18, 1993 with a clained first
use date of February 14, 1992.

The record denonstrates that petitioner has
continuously used its mark CRYSTAL DRY since February 1992.
This is over two years prior to respondent’s first use of
CRYSTALLINE, and it is over three years prior to
respondent’s first use of CRYSTAL MAG C and CRYSTAL- EX.

Thus, priority of use rests with petitioner.
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In any |ikelihood of confusion analysis, tw key,
al t hough not exclusive, considerations are the simlarities
of the goods and the simlarities of the marks. Federated

Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192

USPQ 24, 29 (CCPA 1976) (“The fundanental i nquiry nmandated
by Section 2(d) goes to the cunul ative effect of
differences in the essential characteristics of the goods
and differences in the marks.”).

Considering first the goods, there is no dispute that
as described in petitioner’s registration and as descri bed
in respondent’s three registrations, all of the goods are
carpet cl eani ng conmpounds or preparations. Unlike
petitioner’s CRYSTAL DRY registration which contains the
l[imting words “for commercial and/or industrial cleaning,”
respondent’s registrations do not contain such limting
words. However, this neans that respondent’s car pet
cl eaning preparations as described in its three
regi strations are broad enough to include carpet cleaning
preparations for commercial and/or industrial carpet
cl eaning. Indeed, respondent’s carpet cleaning
preparations are specifically designed for comercial and
i ndustrial uses. (DeWerff deposition page 12). Thus, while
petitioner’s carpet cleaning conpound and registrant’s

car pet cl eani ng conpounds are not identical in the sense
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that they contain the exact chem cal fornulation, they are
legally identical in the sense that they are all carpet

cl eani ng preparations or conpounds for comercial and

i ndustrial use.

Consi dering next the marks, we note at the outset that
when the goods are legally identical, as is the case here,
“the degree of simlarity [of the marks] necessary to
support a conclusion of likely confusion declines.”

Century 21 Real Estate Corp. v. Century Life of Anerica,

970 F.2d 874, 23 USPQ2d 1698, 1700 (Fed. GCir. 1992).

Qobvi ously, petitioner’s mark and respondent’s three
marks all begin with the identical word CRYSTAL. This is
“a matter of sone inportance since it is often the first
part of a mark which is nost likely to be inpressed upon

the mind of a purchaser and renmenbered.” Presto Products

V. Nice-Pak Products, 9 USPQ2d 1895, 1897 (TTAB 1988).

Moreover, the record reflects that as applied to carpet
cl eani ng conmpounds and preparations, there are no other
trademarks or trade nanes that contain the word CRYSTAL.

To be perfectly clear, M. DeWerff did testify about
two or three other conpanies which used the word “crystal”
or a variation thereof in the text of their carpet cleaning
conmpound | abels. (DeWerff deposition pages 22-23).

However, M. DeWerff did not testify that any other
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conmpani es used the word CRYSTAL as part of a trademark or
trade name for carpet cleaning conmpounds.

I n addi ti on, respondent attached to its notions for
summary judgnent a list of third-party registrations which
contained the word CRYSTAL as part of the mark. Three
comments are in order. First, respondent has not properly
made of record copies of these third-party registrations.
Material attached to a notion for summary judgnent does not
forma part of the record at final hearing. Second, even
if we were to consider these third-party registrations, we
note that not one of these third-party registrations is for
carpet cl eaning conpounds or preparations. Thus, even if
the third-party registrations had properly been made of
record, their evidentiary value would be minimal. Finally,
even assuming that the third-party regi strati ons had been
properly nade of record and even further assum ng that sone
of the third-party registrations were for carpet cleaning
conpounds, the third-party registrations by thensel ves
woul d “in the absence of any evidence showi ng the extent of
use of any of such marks or whether any of themare not in
use, they [the third-party registrations] provide no basis
for saying that the marks so regi stered have had, or nay
have, any effect at all on the public mnd so as to have a

bearing on likelihood of confusion.” Smth Bros. Mg. Co.
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v. Stone Mg. Co., 476 F.2d 1004, 177 USPQ 462, 463 (CCPA

1973) (ori gi nal enphasis).

As noted earlier in this opinion, the simlarities of
the marks and the simlarities of the goods, while the nost
inportant factors in deciding the issue of |ikelihood of
confusion, are not the only factors. 1In this case, there
is another inportant factor bearing on the issue of
I i keli hood of confusion, nanely, respondent’s intent in
adopting its marks CRYSTAL- EX, CRYSTALLI NE and CRYSTAL
MAG C. Petitioner and respondent are by no neans
strangers. Respondent entered the carpet cleaning business
in 1983 under the nane Dryit Carpet Dry Cleaning. It began
manuf act uring carpet cleaning preparations in 1991 under
the nane Sun Distributing. (DeWerff deposition pages 47-
48). Respondent changed its corporate name from Sun
Distributing to Crystal Magic, Inc. “when we saw what was
happening in the industry with crystallization and with
what M. Whittaker [petitioner] had done with the
crystallization of his chem cal.” (DeWerff deposition page
48). Indeed, M. DeWerff had purchased petitioner’s
CRYSTAL MAQ C carpet cleaning preparation for testing
purposes, and in addition, M. DeWerff traveled from

W sconsin to petitioner’s headquarters in Massachusetts to
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visit petitioner’s facilities for manufacturing its CRYSTAL
MAG C car pet cl eaning preparation.

Thereafter, respondent cane out with its CRYSTAL-EX
and CRYSTALLI NE car pet cleaning preparations. On both of
t hese carpet cleaning preparations, the mark CRYSTAL MAG C
appears in subordi nate fashion as a housenarKk.

Reproduced below is a container for petitioner’s

CRYSTAL DRY car pet cl eaning preparation.
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Reproduced bel ow are the containers for respondent’s
CRYSTALLI NE and CRYSTAL-EX car pet cl eaning preparations

with the CRYSTAL MAG C housenark.

As is readily apparent, the packagi ngs for
respondent’ s products bear a striking resenblance to the
packagi ng for petitioner’s product. In each case,
respondent’s marks (CRYSTALLI NE and CRYSTAL-EX) are
positioned on the products exactly as is petitioner’s mark
CRYSTAL DRY. That is to say, all three nmarks are
positioned in a sloping fashion with the first portion of
the marks lower than the latter portion of the marks. M.
DeVerff has testified that “we steered clear when we

desi gned, when we put together our |abels, we specifically
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steered clear of anything that the Wittaker Conpany, and
actually a nunber of other conpanies, were using.” (DeWerff
deposition page 45). W find that respondent sinply did
not steer clear. O all of the possible ways to place its
trademarks on its packaging, there was absolutely no need
for respondent to slope its marks in the sanme manner as
petitioner had |ong since sloped its CRYSTAL DRY narKk.

Over seventy years ago, a predecessor court to our
primary review ng Court stated that “one entering a field
of endeavor already occupi ed by another should, in the
sel ection of a trade nane or trade mark, keep far enough
away to avoid all possible confusion,” and that a court has
“aright, in determning the question of |ikelihood of
confusion or mstake, to consider the notive in adopting a
mar k as indicating an opi nion, upon the part of one vitally
interested, that confusion or mstake would likely result

fromthe use of the mark.” Lever Brothers Conpany v.

Ri odel a Chemi cal Co., 41 F.2d 408, 5 USPQ 152, 154-55 (CCPA

1930) .

The teachings of Lever Brothers are as true today as

they were over seventy years ago. Qur primary review ng
Court has stated that “proof of intent to trade on
anot her’s goodwi ||, while persuasive evidence of |ikelihood

of confusion, is not, in any event, a requirenment under

10
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Section 2(d).” Jewelers Vigilance Conmttee Inc. v.

U | enberg Corp., 853 F.2d 888, 7 USPQR2d 1628, 1630 (Fed.

Cir. 1988). Oher Courts of Appeal have adopted the sane

reasoni ng of Lever Brothers. See Beer Nuts, Inc. v. Cover

O ub Foods Co., 711 F.2d 934, 221 USPQ 209, 216 (10'" G r

1987) (“One who adopts a mark simlar to one already
established in the marketplace does so at his peri
because the court presunes that he can acconplish his
purpose: that is that the public will be deceived.”);

Oficial Airline Guides Inc. v. Goss, 6 F.3d 1394, 28

USPQed 1641, 1647 (9'" CGir. 1993) (“Wen an all eged
i nfringer know ngly adopts a mark simlar to another’s,
courts wll presune intent to deceive the public.”).

In short, given the fact that petitioner’s and
respondent’s goods are legally identical; the fact that al
of the involved nmarks begin with the word CRYSTAL; the fact
that on this record there is no evidence that others are
usi ng the word CRYSTAL as part of a trademark or trade nane
for carpet cleaning preparations or conpounds; and the fact
t hat respondent know ngly adopted its three marks with ful
know edge of petitioner’s CRYSTAL DRY mark and then
respondent presented its marks in a simlar fashion, we
find that there exists a |ikelihood of confusion. O

course, it need hardly be said that to the extent that

11
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there are doubts on the issue of |ikelihood of confusion,
we are obligated to resolve those doubts in favor of

petitioner as the prior user. Century 21 Real Estate, 23

USPQ2d at 1707; In re Shell Gl Co., 992 F.2d 1204, 26

UsP2d 1687, 1691 (Fed. Cir. 1993).

Two final comments are in order. W have accorded no
weight to M. Whittaker’s testinony about possible
i nstances of actual confusion as it is too vague.
(Wi ttaker deposition pages 17-18). Second, at pages 27 to
30 of its brief, petitioner argues that its CRYSTAL DRY
mark is famous. In finding that there exists a |ikelihood
of confusion, we have done so under the preni se that
petitioner has not shown its mark to be fanous.

Decision: The petitions for cancellation are granted.
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